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Under the Paperwork Ruction Act of 1995, no persons are rr; Q uirod to respond to a catecUon of informapDn uoless'it displays a valid OMB control 



TERMINAL DISCLAIMER TO OBVIATE A PROVISIONAL DOUBLE PATENTING 
REJECTION OVER A PENDING SECOND APPLICATION 



Docket Number (Optional) 
IIN01154K 



In re Application of: K.cvin X. Chen et al. 
Application No.: 09/825,399 
Filed: 04/03/2001 

For "Macrocyclic NS3-Serine Protease Inhibitors of Hepatite C Virus Comprising N-cyclic P2 Moieties" 

The owner*, _^oh^ Corporatio n,, 0 f _i00_p erce nt interest in the instant application hereby 
disclaims, except as provided below, the terminal part of the statutory term of any patent granted on the instant 
application, which would extend beyond the expiration date of the full statutory term defined in 35 U S C 154 to 
156 and 173 as shortened by any terminal disc/aimer filed prior to the grant of any patent granted on oendino 

second Application Number 10/013^ filed on _ JMM&L of any pStSS S.I 

second applicalion_The owner hereby agrees that any patent so granted on the instant application shall be 
enforceable only for and during such period that it and any patent granted on the second application are 
commonly owned. This agreement runs with any patent granted on the instant application and is bindino upon 
the grantee, its successors or assigns. 

In making the above disclaimer, the owner does not disclaim the terminal part of any patent granted on 
the instant application that would extend to the expiration date of the full statutory term as defined In 35 U S C 
154 to 156 and 173 of any patent granted on the second application, as shortened by any terminal disclaimer 
filed prior to the patent grant, in the event that any such granted patent expires for failure to pay a maintenance 
fee is held unenforceable, is found invalid by a court of competent jurisdiction, is statutorily disclaimed in 
whole or terminally disclaimed under 37 CFR 1.321. has all claims canceled by a reexamination certificate is 
reissued, or is in any manner terminated prior to the expiration of its full statutory term as shortened by any 
terminal disclaimer filed prior to its grant y y 

Check either box 1 or 2 below. If appropriale. 

1 CI F ° r s"^^ 003 on behalf of an organisation (e.g., corporation, partnership, university, government agency 
• — etc.), the undersigned is empowered to act on behaJf of the organization. 

I hereby declare that all statements made herein of my own knowledge are true and that all statements 
made on mformation and belief are believed to be true; and further that these statements were made with the 
knowledge that willful false statements and the like so made are punishable by fine or imprisonment or both 
under Secnon 1001 of Title 18 of the United States Code and that such willful false statements may jeopardize' 
the validity of the application or any patent issued thereon. 



2. 



The undersigned is an attorney or agent of record. 



ftUOHDAFi 00000116 190365 09825399 
110.00 Dft 

Terminal disclaimer fee under 37 CFR 1 .20(cl) is Included, 




Signature 



0 6/23/2OO4 
Date 



Palaiyur S. Kalyanaraman, Reg. No, 34,634 
Typed or printed name 



WARNING: Information on this form may become public. Credit card Information should not 
be Included on this form Provide credit card information and authorization on PTO2038. 

'Statement under 37 CFR 3.73(b) is required If terming! disclaimer is signed by the assise (owner). 
Form PTO/SS/96 may be used for making this statement See MPEP § 324. 



Burden Hour Statement This form is estimated la Lato 0.2 hours to expiate. Tims will vary depending upon the needs of the Individual cas*. Any comments on 
^^^L^X^m^^^ *° COmpl8tB torm ahould 3anl lo * a Information Officor. U.S. P a «mt B nd Trademark CWIcb. Washington. DC 

40231 , OO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant CommloBlonw for Patents, Washington. DC 20231 
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l^f Under ttift Paperwork Reduction Act nf 1995 no oenwnfi am mn.rir^ to nvroond to a collection of Inform rtfon tinlais it display a valid QMS ervTtml n.imh, 
*yjr _ ~ . , 



FEE TRANSMITTAL 
for FY 2004 

Effective 10101/2003. Patent fees era subject to annual mrtsion. 



I~l Applicant daims small entity status. See 37 CFR 1 ,H7 



c TOTAL 



AMOUNT OF PAYMENT 



($) UQ.QQ 



PTO/SB/17 (10-03) 
Approved for use through 07/31C006. OMB 0551-0032 
U.S. Potent and Trademark OfRpa; U.S. DEPARTMENT OF COMMERCE 
to a < 



Complete If Known 



Application Number 



Filing Datft 



First Named Inventor 



Kevin X. Chen 



Examiner Name 



Art Unit 



METHOD OF PAYMENT (check all that appfy) 



Q Check f~| Credit card [~] g^ 8 * fl Othftr QfMone 
[3 Deposit Account: 



Deposit 
Account 
Mumber 
Deposit 
Account 
Name 



19-0365 



Schering-Plough Corporation 



The Director b authorized to: (check off th&t 9ppty) 

^JCharg* I<kKs) indicated below ^ Credit any overpayment* 

[^Charge any additional f«e(s) or any undBrpaymani of fee($) 

[ [Charge feefa) indicated befow* except for the filing foe 

lq dTg^boyejdengfigd deposit account 



FEE CALCULATION 



1. BASIC FILING FEE 
Lars* Entity Small Entity 
Feb Ffttf |Fa P Fbb 
Co3e-m po ds ffl 

1001 770 

1002 340 

1003 S30 

1004 770 

1005 160 



'201 



2001 385 
I2002 170 

2003 265 

2004 3 as 

2005 ao 



Fee DemerlptJon 

Utility filing fee 
Design fifing fee 
Plant filing tee 
Retasuc riling fsa 
Provisional filing fee 



Fes Paid 



SUBTOTAL (1) l ($) 0.00 ] 



2. EXTRA CLAIM FEES FOR UTILITY AND REISSUE 

Fee from 

. Extra fi^tma . btMow 

Total Claims | ._ 1 -20" = I ~ 1 X 

Independent I 1 „„ _ I 1 v r 

Claim* I 1 - 3 - I I X L 

Multiple Dependent 




Large JEntfty 



Small Entrtt 



Cods (S> Code ($) 

1202 18 2202 9 Claims in excess of 20 

1201 B6 2201 43 Independent claims in excels srf "i 

1303 290 2203 145 M ultiplo dependent claim, if not paid 

1204 as 2204 43 Ren's sue independent Claims 

OVbi" original patent 

1205 18 22Q$ 9 "* Reissue daims in excess of 20 

And over original patent 

SUBTOTAL (2) [(g) 0.00 ~| 



AttgnjB^^cMske^No. 



09/825,399 



04/03/2001 



R- Mondesi 



1653 



IN01154K 



FEE CALCULATION (continued) 



3. ADDITIONAL FEES 



Ut»e Entity 

Fee Fee 
Code (S) 


Fh 

Code 


Fee Description 


1051 


130 


2051 


65 Surcharge - tot* fifing fee or oalh 


1052 


SO 


2052 


25 Surcharge - lata provrstonul flllng foe or 
cover sheet 


1053 


130 


1053 


130 Non-English specification 


1612 2,520 


1B12 2.520 For fill ng a request for bv parta reexamination 


16D4 


920 a 


1604 


020" Requesting publication of SIR prior lo 
Examiner action 


180S 1,340* 


1805 1.840- Requesting publication of SIR after 
Examiner action 


1251 


110 


2251 


55 Extension Tor reply within first month 


1252 


420 


22S2 


210 ExlensJon for rapfy wfthin second month 


1253 




2253 


475 Extension for reply wfthin third month 


1254 


1,480 


2254 


740 Extension for reply within fourth month 


125$ 2,010 


2255 


1,005 Extension far reply within fifth month 


1401 


330 


2401 


1S5 Notice of Appeal 


1402 


330 


2402 


165 Fifing a brier In support cf an appeaf 


1403 


290 


2403 


145 Roquestfor oraj hearing 


1451 


1.510 


1451 


1,510 Petition la institute a puolfe Use proceeding 


1452 


110 


2452 


55 Petto on to revive - unavoidable 


14S3 


1.330 


2453 


665 Petition to revtve - unlnterrftorval 


1501 


1.330 


2501 


665 Utility issue fee (or reissue) 


1502 


460 


2502 


240 Design Issue fee 


1503 


640 


2503 


320 PJant Issue fee 


1450 


130 


1460 


130 PeU'Jont to Ine Commissioner 


1607 


SO 


1807 


50 Processing fee under 37 CFR 1 . 17(q> 


ieos 


1B0 


1806 


1S0 Submission of Information Disclosure Stmt 


B021 


40 


8021 


4Q Recording each patent assignment per 
property (times number of properties) 


1809 


770 


2803 


335 Filing a submission after final rejection 
[37CFR1.129<B» 


ieio 


770 


2B1D 


365 For each additions) Invention to be 
exsmJn*d (37 CFR 1.*2S(b)> 


1B01 


770 


2801 


385 Rsqueat for Continued Examination (RCE) 


1602 


BOO 


1602 


900 Request for expedited examination 



of a design application 

Other fee (specify) Terminal Disclaimer 

•Reduced by Basic Fifing Fee Pad SUBTOTAL (3>~j($) 1 1 Q.OQ 



fea Paid 



SUBMITTED BY 



Nam* (Rrini/rypA} 



Signatory 



Palaiyur S. Kalyanaram&n 



Registration rVo. 

Mitixnov/Aatmtl 



634 



(Compjete pf appficabte)) 



TexepAoiio 908-298-5068 



Oflfq > 06/23/2004 



WARNING: Information on this form may become public. Credit card Information 3 h cm id not 
00 Included on this form. Provide credit card information and authorization on PTO-2038. 

Truscolledion of information is raqurrad by 37 CFR 1.17 and 1.27. The information is required to obtain or retain a benefit by the public which to file (ana C y tr* 
1 , procesa > ™ application. ConfioemiaNty b govomod by as U.5.C. 122 end 37 CFR 1.14. This eolfectlon l» »«Umoted to lake 13 minutes to complete 
including gathering, preparing, and submitting tha completed application form to the USPTO. Time will vary depending, upon the Individual case. Any comments on 
jha amount oftime you raquira to complete this form and/pr sugge^Hofie for reducing this burden, should be sent to tha Chief Information Officer u S Patent and 
Trademark Office. U.S. Depwtmwnt Of Commerce, P.O. Box 1450. Alexandria, VA 2231 3-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS 
SEND TO: Commie? loner for Patents. P.O. Box 1450, Alexandria, VA 22313-1450. 

tf you need assisfsncB In GOttiplsting the form, caff 1^BQO-PT09199 and se/oof option 2. 
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